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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 09 May 2005 . 
2a)IE This action is FINAL 2b)D This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1^9 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

1 . The amendment filed 5/9/2005 has been placed of record in the file. 

2. Claims 8 and 9 have been added. 

3. Claims 1-9 are now pending. 

4. The applicant's arguments with respect to claims 1-7 have been fully considered but they 
are not persuasive. A detailed discussion is set forth below. 

Claim Rejections 

5. Claims 1, 2, and 4-6 remain rejected under 35 U.S.C. 102(b) as being anticipated by 
Reifman et al. (U.S. Patent Number 5,917,615), hereinafter referred to as Reifman, as stated in 
the office action mailed 2/9/2005. Claims 3 and 7 remain rejected under 35 U.S.C. 103(a) as 
being unpatentable over Reifman as stated in the office action mailed 2/9/2005. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

7. Claims 8 and 9 are rejected under 35 U.S.C. 102(b) as being anticipated by Reifman. 

8. Reifman has disclosed: 
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• <Claim 8> 

A document transmission apparatus as claimed in claim 1 , wherein a user selects the 
additional information to insert into said transmittal letter (column 21, lines 33-45). 

• <Claim 9> 

A storage medium as claimed in claim 5, wherein a user selects an arbitrary one of the 
pieces of additional information to insert into said transmittal letter (column 21, lines 33- 

45). 

Since all the limitations of the invention as set forth in claims 8 and 9 were disclosed by 
Reifman, claims 8 and 9 are rejected. 

Response to Arguments 

9. In the remarks, the applicant has argued: 

• <Argument 1> 

Reifman does not disclose the features of claim 1 because he does not disclose "selecting 
an arbitrary one of the pieces of additional information from with said additional storage 
section" and "producing a transmittal letter in which the additional information selected 
by said operation is inserted" as recited in claim 1 . 

• <Argument 2> 

Reifman does not disclose the features of claim 2 because he does not disclose 
"displaying the additional information stored in said additional information storage 
section" as recited in claim 2. 
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• < Argument 3> 

Reifman does not disclose the features of claim 3 because he does not disclose "a 
registration number and a title for each of the pieces of additional information" as recited 
in claim 3. 

1 0. In response to argument 1 , Reifman does disclose the features as recited in claim 1 . It 
can be seen that Reifman's data files meet the claimed limitations for "additional information." 
The previous line citations to column 21, lines 24-45 show the ability of a user in Reifman's 
system to enclose a data file with a message. The user selects a file to enclose from a folder in 
its file storage unit (ie. "additional information storage section") and the file is enclosed (or 
"inserted") into the message. 

11. It is noted that the applicant has stated that Reifman does not teach "an operation section 
which selects an arbitrary one of pieces of additional information" when in fact this is not a 
limitation of the claim in question. Claim 1 states "an operation section for selecting an arbitrary 
one of pieces of additional information." Also, the applicant refers to Reifman's "filling in" of 
information on a cover page in relation to the claimed "additional information" when in fact it is 
the data file that meets this limitation. Additionally, the applicant refers to the selection of a 
cover page in Reifman in relation to inserting additional information into a letter. Here, again, 
the applicant has mischaracterized the rejection. Enclosing or attaching a data file in the 
message meets the inserting limitation as claimed. 

12. In response to argument 2, Reifman does disclose the features as recited in claim 2. 
Since it can be seen that the data files of Reifman's system are analogous to the claimed 
"additional information," it can also be seen that these files are displayed to the user so that the 
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user may select a file to enclose. This display section meets the limitations of claim 2 as it does 
display the files stored in the file storage unit. The applicant has stated that "Reifman only 
displays the names of the files listed, and not information stored." However the claim makes no 
reference to any properties or specific data of the "additional information" that would be 
displayed. Thus, displaying the data file itself (ie. "additional information") to the user meets the 
limitations of the claim. 

13. In response to argument 3, Reifman does disclose the features as recited in claim 3 in 
view of obviousness. As previously stated, it would be a clear extension of Reifman's system to 
use a registration number to represent each data file in addition to the title. It has already been 
seen that the system stores a title for each file, thus it would have been obvious to store the 
registration number in addition. Similarly, it has been seen that the system displays the titles in a 
list, thus it would have been obvious to also display registration numbers. Moreover, it would 
have been obvious to use the registration number to select the file, since it has already been seen 
that the files can be chosen by title. Reasons for obviously using a registration number in 
addition to a title have been given in the previous action mailed 2/9/2005. (See paragraphs 9 and 
10.) In short, it would be a clear extension of the system to use a registration number since the 
system already uses titles to label each file. A number is an alternate way in which to label such 
files and the use of alternative labeling methods is well known. Thus it would have been obvious 
to one of ordinary skill in the art at the time of the applicant's invention to utilize a registration 
number in Reifman's system. As discussed above in this paragraph, it would be obvious to 
utilize the registration numbers in the system in the same way in which Reifman utilizes titles of 
files. 
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14. The applicant has also stated that conclusions as to the advantages of using registration 
numbers are based upon improper hindsight reasoning. In response, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon hindsight 
reasoning. But so long as it takes into account only knowledge which was within the level of 
ordinary skill at the time the claimed invention was made, and does not include knowledge 
gleaned only from the applicant's disclosure, such a reconstruction is proper. See In re 
McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 1971). It is maintained that the use of 
registration numbers in such a system as Reifman's was well within the level of ordinary skill at 
the time of the claimed invention. 

15. In addition, the applicant has argued that claims rejected under 35 U.S.C. 102 and 35 
U.S.C. 103, but not explicitly discussed, are allowable based on the above arguments. Thus, 
claims disclosing similar limitations to the discussed claims and related dependent claims remain 
rejected under the same reasoning as presented above. 

Conclusion 

16. The applicant's amendment necessitated the new grounds of rejection presented in this 
office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). The 
applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
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will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

17. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Victor Lesniewski whose telephone number is 571-272-3987. 
The examiner can normally be reached on Monday through Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenton Burgess can be reached on 571-272-3949. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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